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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 04 March 2008 . 
2a )^ This action is FINAL. 2b)\Zl This action is non-final. 

3) \Z\ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^ is/are pending in the application. 

4a) Of the above claim(s) 5^9 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) _M is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) \Z\ Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IZI The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to tlie drawing(s) be lield in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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DETAILED ACTION 

Acknowledgements 

1 . Applicant's response filed March 4, 2008 is acknowledged. 

2. Claims 1-9 are pending in the application. 

3. This Office action is given Paper No. 20080502 for reference purposes only. 

4. The Examiner for this application has changed. Please note that the Examiner of record 
is now Jamie Kucab. 

Election/Restrictions 

5. Restriction to one of the following inventions is required under 35 U.S. C. 121: 

I. Claims 1-4, drawn to printing, classified in class 347, subclass 220. 

II. Claim 5 (withdrawn) and claims 6-9 (newly presented), drawn to secured postage 
metering, classified in class 705, subclass 62. 

6. Withdrawn claim 5 and newly submitted claims 6-9 are directed to an invention that is 
independent or distinct from the invention originally claimed for the following reasons: 

7. Inventions I-II are related as subcombinations disclosed as usable together in a single 
combination. The subcombinations are distinct from each other if they are shown to be 
separately usable. In the instant case. Invention I has separate utility such as a printer. Invention 
II has separate utility such as generating postage security imprints. 

8. The Examiner has required restriction between subcombinations usable together. Where 
applicant elects a subcombination and claims thereto are subsequently found allowable, any 
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claims depending from or otherwise requiring all the limitations of the allowable subcombination 
will be examined for patentability in accordance with 37 CFR 1 . 104. See MPEP § 821 .04(a). 
Applicant is advised that if any claim presented in a continuation or divisional application is 
anticipated by, or includes all the limitations of, a claim that is allowable in the present 
application, such claim may be subject to provisional statutory and/or nonstatutory double 
patenting rejections over the claims of the instant application. 

9. Restriction for examination purposes as indicated is proper because all these inventions 
listed in this action are independent or distinct for the reasons given above and there would be a 
serious search and examination burden if restriction were not required because one or more of 
the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their different 
classification; 

(b) the inventions have acquired a separate status in the art due to their recognized 
divergent subject matter; 

(c) the inventions require a different field of search (for example, searching different 
classes/subclasses or electronic resources, or employing different search queries); 

(d) the prior art applicable to one invention would not likely be applicable to another 
invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 101 
and/or 35 U.S.C. 1 12, first paragraph. 

10. Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
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on the merits. Accordingly, claims 6-9 are withdrawn from consideration as being directed to a 
non-elected invention. Claim 5 remains withdrawn. See 37 CFR 1.142(b) and MPEP § 821.03. 



1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 



sale in this country, more than one year prior to the date of application for patent in the United States. . . . 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United States and was 
published under Article 21(2) of such treaty in the English language. 



12. Claim 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Sievel et al, 
U.S. Patent No. 4,780,835. 

13. As per claim 1, Sievel et al. teach a postage meter (column 4, lines 11-19) that includes a 
first control means for generating print signals defining an invalid postage indicium where the 
print signals comprise a void marking and a valid postage indicium (figure 5B). Sievel et al. also 
teach authorized means for printing an indicia (figure 1) and means for preventing the void 
marking from being printed (figure 5B). 



Claim Rejections - 35 USC §102 
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Claim Rejections - 35 USC § 103 



14. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. Claims 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sievel et al, 
U.S. Patent No. 4,780,835. 

16. As per claim 2, Sievel et al. teach a printer printing an indicia (figure 1) and preventing a 
void marking from being printed along with an indicia (figure 5B). The printer receives data to 
be printed from a server (i.e. processor, memory, input/processor) (figure 1; column/line 3/57- 
4/10), therefore to one of ordinary skill, the data or print signals is expressed in binary form. 
Further, when tampering is not detected, the server instructs the printer to print a postage 
indicium and a validation (i.e. not void) mark (column 8, lines 45-58), hence the server 
[processor] (figure 1) prevents transmission of a void marking (figure 5B). 

17. As per claim 3, it is well known to those of ordinary skill in postage metering to disable a 
postage meter if it is not operating correctly. Therefore, an obvious modification to the meter of 
Sievel et al. is to prevent the meter from printing if the system detects an error such as a print 
signal that comprises a void and an improper postage indicium (figure 5B). 

18. As per claim 4, Sievel et al. teach printing a predefined void marking (column 8, lines 53- 
54). Sievel et al. do not specifically recite storing void markings as a bitmap. However, storing 
image and/or data to be printed on a mailpiece as a bitmap in memory is old and well-known. 
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therefore, it would have been obvious to one of ordinary skill to print the postage and void 
marking of Sievel et al. using bitmaps. 



19. Applicant's arguments with respect to the 102 and 103 rejections of claims 1-4 have been 
fully considered but they are not persuasive. Applicant argues that the second control means 
element is not present in the Sievel et al. reference. However, as previously indicated, the 
second control means is the structure corresponding to the "When tampering is not detected" 
condition in Fig. 5B of Sievel et al. 

20. In response to Applicant's argument that the references fail to show certain features of 
Applicant's invention, it is noted that the features upon which Applicant relies (i.e., "... the 
authorized printing means is operated only by the first print data signals ..." [emphasis 
Examiner's] and "... printing of a valid postage indicium from print data signals which define 
both a valid postage indicium and a void marking" [emphasis Applicant's]) are not recited in the 
rejected claims. Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 



Response to Arguments 



USPQ2d 1057 (Fed. Cir. 1993). 



Conclusion 

2 1 . THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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22. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

23. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Jamie Kucab whose telephone number is 571-270-3025. The 
Examiner can normally be reached on Monday-Friday 9:30am-6:00pm EST. 

24. Because this application is now final, Applicant(s) are reminded of the USPTO's after 
final practice as discussed in MPEP §714.12 and §714.13 and that entry of amendments after 
final is not a matter of right. Furthermore, suggestions or examples of claim language provided 
by the Examiner are just that — suggestions or examples — and do not constitute a formal 
requirement mandated by the Examiner. Unless stated otherwise by an express indication that a 
claim is "allowed," exemplary claim language provided by the Examiner to overcome a 
particular rejection or to change claim interpretation has not been addressed with respect to other 
aspects of patentability {e.g. §101 patentable subject matter, §1 12 1^' paragraph written 
description and enablement, §1 12 2°'' paragraph indefiniteness, and §102 and §103 prior art). 
Therefore, any claim amendment submitted under 37 C.F.R. §1.116 that incorporates an 
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Examiner suggestion or example or simply changes claim interpretation will nevertheless require 
further consideration and/or search and a patentability determination as noted above. 

25. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Andrew Fischer can be reached on 571-272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

26. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JK 



/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



